REMARKS 

I. Introduction 

With the cancellation herein with prejudice of claim 13, claims 8 to 12 
and 14 are pending in the present application. In view of the following remarks, it is 
respectfully submitted that all of the presently pending claims are allowable, and 
reconsideration is respectfully requested. 

II. Rejection of Claims 8 to 14 Under 35 U.S.C. S 103(a) 

Claims 8 to 14 were rejected under 35 U.S.C. § 103(a) as unpatentable 
over the combination of U.S. Patent No. 6,039,271 ("Reiter"), U.S. Patent No. 
6,405,946 ("Harata et a!."), and U.S. Patent No. 4,494,898 ("Brownbill"). It is 
respectfully submitted that the combination of Reiter, Harata et a!., and Brownbill 
does not render unpatentable the present claims for at least the following reasons. 

As an initial matter, claim 13 has been cancelled herein without 
prejudice (the subject matter having been incorporated into independent claim 8), 
rendering moot the present rejection with respect to claim 13. 

Claim 8 relates to a method for producing and securing an apertured 
disk for a fuel injector for a fuel-injection system of an internal combustion engine, 
the apertured disk having an opening contour which ensures a complete passage of 
a fluid, the method including, inter alia, providing a flat, metallic sheet having a 
constant thickness, wherein the flat, metallic sheet retains a thickness of at least 0.2 
mm in a region outside of the region having reduced thickness. Claim 8 has been 
amended to recite the feature that the thickness is reduced in the region by 0.05 mm 
to 0.1 mm with the aid of one of impressing and embossing. Thus, the thickness of 
the inner region as compared to the outer edge region is reduced by 0.05 mm to 0.1 
mm. By retaining a thickness of at least 0.2 mm in the outside region, the injector 
has excellent fatigue strength and long-term endurance. 

In contrast, the combination of Reiter, Harata et al., and Brownbill fails 
to disclose, or even suggest, the feature that a flat, metallic sheet retains a thickness 
of at least 0.2 mm in a region outside of a region having reduced thickness. The 
only disclosure made by Reiter that concerns thickness is with respect to the valve 
seat body (16), which Reiter states "is approximately 0.8 mm to 1 .5 mm thick." As is 
apparent from Figure 1 of Reiter, the valve seat body (16) is significantly thicker than 
the injection port disk (34) (which the Examiner considers to be the apertured disk of 
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the present claims). Thus, if the valve seat body (16) is approximately 0.8 mm to 1 .5 
mm thick, the injection port disk (34) must be thinner. Therefore, Reiter does not 
disclose, or even suggest, a thickness of at least 0.2 mm in a region outside of a 
region having reduced thickness, as presented in claim 8. 

Harata et al. and Brownbill do not cure this deficiency. Harata et al. 
does not disclose the thickness of the plate (25) or how much thickness remains 
after the depression is formed. Brownbill is not concerned with a fuel injector, or an 
apertured disk having a thickness of at least 0.2 mm in a region outside of the region 
having reduced thickness. 

In the Response to Arguments section, as well as on page 3, of the 
Final Office Action, the Examiner considers the previous amendment to be a result- 
effective variable that is obvious to one skilled in the art since the previous 
amendment "include what is presumed to be a startinp metal thickness before any 
machining." Similarly, the Examiner refers to "the start of the disc formation 
process" {emphasis added). 

As an initial matter, applicants disagree with the Examiner's 
characterization of this feature as a result-effective variable, and it use in the 
rejection. According to M.P.E.P. § 2144.05, "[i]t is well-settled that a particular 
parameter must first be recognized as a result-effective variable, Le., a variable 
which achieves a recognized result, before the determination of the optimum or 
workable ranges of said variable might be characterized as routine experimentation " 
The Examiner does not allege anything about the optimum or workable ranges of the 
variable or routine experimentation " Thus, the Examiner reliance on a result- 
effective variable is improper. 

Furthermore, this contention by the Examiner is based apparently on a 
misapprehension or misunderstanding of the previous amendment. The claims were 
previously amended to recite "wherein the flat, metallic sheet retains a thickness of 
at least 0.2 mm in a region outside of the region having reduced thickness." 
{emphasis added). That is, according to the present invention the metallic sheet 
retains a thickness of at least 0.2 mm in a region outside of the region having 
reduced thickness, i.e. even after application of the method steps according to the 
present invention. Thus, nowhere do any of the references disclose the retention of 
this thickness. Even if, arguendo, the starting thickness was recognized by these 
references as a result-effective variable, one of ordinary skill would still not have 
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related it to the retention of this thickness through routine experimentation, because 
the relationship itself has not been recognized. Thus, the disclosure of these 
references cannot be used as prior art to establish that the retention thickness is a 
result-effective variable. 

Accordingly, it is respectfully submitted that the combination of Reiter, 
Harata et al., Brownbill does not render unpatentable claim 8 or dependent claims 9 
to 14 for at least these reasons. 

In view of the foregoing, withdrawal of this rejection is respectfully 

requested. 

III. Conclusion 

In light of the foregoing, Applicants respectfully submit that all pending 
claims are in condition for allowance. Prompt reconsideration and allowance of the 
present application are therefore earnestly solicited. 



Respectfully submitted, 
/Clifford A. Ulrich/ 
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